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ON BRI EF

Bef ore ONENS, WALTZ, and KRATZ, Adm nistrative Patent Judges.
OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
clainms 1-3, 5 and 6 as anmended after final rejection. These
are all of the clains remaining in the application.
THE | NVENTI ON
The appel lants claima thernoplastic conposition and a
shaped article made therefrom Caiml1, which is directed

toward the conposition, is illustrative:
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. A thernoplastic conposition conprising:
(A from1l to 99% by wei ght of an anorphous
propyl ene pol yner having the foll ow ng
characteristics:

(1) intrinsic viscosity greater than 1 dl/g;
(i1i) percentage of syndiotactic diads (r) mnus
percentage of isotactic diads (n) greater than

0;

(i) less than 2% of the CH, groups contai ned
in the sequences (CH,), with n greater than or
equal to 2;

(itv) Bernouillianity index (B)=1%+ 0. 2;

(v) nelting enthal py value | ower than 10 J/g;
and

(vi) aratio of M/M, |lower than 4; and

(B) from1l to 99% by wei ght of a conmponent B' having
the foll ow ng conposition:

(a) 10-50% by wei ght of at |east one pol yner
selected fromthe group consisting of propyl ene
hormopol yners having an isotactic index higher

t han 80, and copol yners of propylene with at

| east one conmononer selected from ethyl ene and
the "-olefins of fornmula CH=CHR where Ris an
al kyl radical containing from2 to 8 carbons
atons, said copol yner containing at | east 85% by
wei ght of units deriving from propyl ene,

(b) 0-20% by wei ght of a copol yner contai ni ng
et hyl ene, insoluble in xylene at room
tenperature, and

(C 40-80% by wei ght of a copol ynmer contai ni ng
10- 40% by wei ght of units deriving from

et hyl ene, 90-60% by wei ght of units deriving
fromat |east one conobnoner selected fromthe
group consi sting of propylene and the "-ol efins
of formula CH=CHR wherein R is an al kyl radical
containing from2 to 8 carbons atons, and 0-5%
of units deriving froma diene, said copol yner
bei ng soluble in xylene at roomtenperature and
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having an intrinsic viscosity from1l.5 to 4

dl /g;
wherein the sum of conmponents (b) and (c) is from50
to 90% by wei ght of the polyol efinic conposition and
the ratio of the amounts by wei ght of conponents
(b)/(c) is lower than 0. 4.
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THE REFERENCES

kazaki et al. (Okazaki) 3,487,128 Dec. 30,
1969
Cani ch 5, 420, 217 May 30,
1995
(effective filing date on or before Jun. 23,
1992)
Yamauchi et al. (JP '528)! 42- 22528 Nov. 4,
(Japanese Kokai)
Tsuruoka et al. (EP *813) 0 455 813 Nov. 13,
(Eur opean patent application)
Tsurutani et al. (EP ‘589) 0 527 589 Feb. 17,

(Eur opean patent application)
THE REJECTI ONS
Claims 1-3, 5 and 6 stand rejected as foll ows: under
35 U.S.C. §8 112, second paragraph, as being indefinite for

failing to particularly point out and distinctly claimthe

1967

1991

1993

subject matter which the appellants regard as the invention,

and under 35 U . S.C. 8 103 as bei ng unpatentable over Canich

taken with JP ‘258, EP ‘813, EP ‘589 and optionally Ckazaki .

OPI NI ON

Rej ection under 35 U S.C. § 112, second paragraph

! Qur consideration of this reference is based upon an

English translation thereof, a copy of which is provided to

the appellants with this decision.
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The exam ner points out that the appellants argued during
prosecution that “[c]onponent (c) of conponent (B) is an
et hyl ene- based copol yner whose properties are different from
t hose of conponent (A)” (anmendnent filed on August 1, 1997,
paper no. 15, page 3), and argues that, taking that statenent
to be correct, the clains are indefinite because they do not
specify that conponent (B)(c) is different from conponent (A
(answer, page 8). The exam ner also argues that if conponents
(B)(c) and (A) can be the sanme, then their relative anounts

are indefinite. See id.

During patent prosecution, clains are to be given their
br oadest reasonable interpretation consistent with the
specification, as the claimlanguage woul d have been read by
one of ordinary skill in the art in view of the specification
and prior art. See Inre Zletz, 893 F.2d 319, 321, 13 USPQd
1320, 1322 (Fed. Cr. 1989); In re Sneed, 710 F.2d 1544, 1548,
218 USPQ 385, 388 (Fed. Cir. 1983); In re Herz, 537 F.2d 549,
551, 190 USPQ 461, 463 (CCPA 1976); In re Okuzawa, 537 F.2d

545, 548, 190 USPQ 464, 466 (CCPA 1976).
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The exam ner has not pointed out where there is support
in the specification or the prior art for interpreting the
clains to nean that conponents (B)(c) and (A) either nust be
different or can be the sane. Nor has the exam ner cited
authority for the proposition that during patent prosecution,
claims can be narrowed by nere attorney argunent.

Accordingly, we conclude that the exam ner has not carried the
burden of establishing a prima facie case of indefiniteness.
Consequently, we reverse the exam ner’s rejection under 35
U S C 8§ 112, second paragraph.

Rej ection under 35 U . S.C. § 103

The exam ner argues that EP ‘813, EP ‘589 and JP ‘258
woul d have fairly suggested the appellants’ conponents (B)(a)
and (B)(c) to one of ordinary skill in the art, but that these
references do not disclose or suggest the appellants’
anor phous propyl ene polynmer (A) (answer, page 5). For a
suggestion of this conponent the exam ner relies upon Canich

(answer, page 6).°?

2 The exam ner relies upon Okazaki only for a further
denonstration that it was preferred in the art to use a high
nmol ecul ar wei ght anor phous et hyl ene/ propyl ene copol ynmer whi ch,
t he exam ner argues, corresponds to the appellants’
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Even if the exam ner’s findings regarding the teachings
of EP ‘813, EP ‘589 and JP ‘258 are correct, the examner’s
argunent is not persuasive because the exam ner has not
adequat el y expl ai ned why the applied references woul d have
fairly suggested, to one of ordinary skill in the art,
conmbi ning the teachings of these references with that of
Canich. The exam ner’s argunent is that Canich teaches that a
pol ymer having a high nol ecul ar wei ght and a narrow nol ecul ar
wei ght distribution has high strength properties, and that it
woul d have been obvious to one of ordinary skill in the art to
i nclude Canich’s polyner in the conpositions of EP ‘813, EP
‘589 and JP ' 258 for strength inprovenment (answer, page 6).

The disclosure in Canich relied upon by the exam ner
(answer, page 6) is: “A high weight average nol ecul ar
wei ght, (M), when acconpani ed by a narrow nol ecul ar wei ght
distribution, (MAD), provides a polyolefin with high strength
properties” (col. 1, lines 42-45). Indeed, high strength is a

desirabl e property of the conpositions of EP ‘813, EP ‘589

conponent (B)(c), in conbination with a crystalline, high
i sotactic index polypropylene, to inprove inpact resistance
(answer, page 7).
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and JP '258. EP ‘813 teaches that the disclosed flexible

pol ypropyl ene resin is useful for making, for exanple,
autonotive parts, industrial machine parts, electric or

el ectronic parts, and construction materials (page 3, |ines
40-43). EP '589 teaches that the disclosed soft, flexible
pol ypropyl ene resin has excellent flexibility and mechani cal
strength over a tenperature range fromnormal to high
tenperatures and is useful as, for exanple, a packaging film
or sheet, a building construction sheet, a carpet backing, an
insulator for cable, a fiber, and a base material for tape
(page 2, lines 21-27). JP ‘258 teaches that the disclosed
pol ypr opyl ene conposition has inproved inpact resistance and
can be nolded into a film (pages 4 and 7).

Cani ch teaches, however, that “for such high strength
applications, the poly-"-olefin resin nust generally have a
hi gh degree of crystallinity. Low crystallinity and anorphous
poly-"-olefins are useful in adhesive conpositions, in
conpati bilizing applications, as additives, etc.” (col. 3,
lines 39-44). Canich also teaches that “[a]tactic polyners
exhibit little if any crystallinity, hence they are generally
unsui tabl e for high strength applications regardl ess of the
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wei ght average nol ecul ar weight of the resin” (col. 4,
lines 10-13) and that “[a]norphous poly-"-olefins, generally
regarded to be atactic, noncrystalline and lacking in a
nol ecul ar lattice structure which is characteristic of the
solid state, tend to |lack well defined nelting points. Such
anor phous pol y-"-ol efins have uses in adhesives and as
conpati bilizers anmong other things” (col. 6, |ines 30-35).

The exam ner has not explained why, in view of this
i ndi cation that crystalline polyol efins, but not anorphous
pol yol efi ns, provide the high strength property relied upon by
t he exam ner, one of ordinary skill in the art would have been
|l ed by the applied references to add an anor phous propyl ene
polynmer to the EP ‘813, EP ‘589 and JP ‘258 conpositions.
Hence, the exam ner has not carried the burden of establishing
a prima facie case of obviousness of the invention recited in
any of the appellants’ clains. W therefore reverse the
examner’s rejection under 35 U . S.C. § 103.

DECI SI ON
The rejections of clains 1-3, 5 and 6 under 35 U S. C

8 112, second paragraph, and under 35 U S.C. 8§ 103 over Canich
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taken with JP ‘258, EP ‘813, EP ‘589 and optionally Ckazaki,

are reversed.

TJO sl d

REVERSED

TERRY J. OWENS
Adm ni strative Patent Judge

THOVAS A, WALTZ
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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